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Short Window of Opportunity
to Take Advantage of Canada’s
Late National Phase Entry
Regime
Introduction
Canada is one of a few contracting states to the Patent Cooperation
Treaty (PCT) that permits late entry into national phase for an
international patent application. Under the current Canadian Patent
Rules 1, national phase entry of an international application can be
delayed for up to 12 months (42 months from its priority date), with
the relatively modest payment of $200 CDN 2. Moreover, there is no
requirement to furnish an explanation for the late entry.

Canada is a Signatory to the Patent Law Treaty
Canada became a signatory to the Patent Law Treaty in May 21,
2001, a little less than a year after the United States which became a
signatory on June 2, 2000. The United States ratified the treaty on
September 18, 2013, and the treaty came into force in the United
States on December 18, 2013.
Canada has yet to ratify the Patent Law Treaty. However, several
preparatory steps have already been taken. The Canadian Patent Act
was amended in 2014 and in 2015. A review of fee changes was
conducted under the User Fees Act in 2016 and the Canadian patent
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about $154 USD at the time of writing.
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office has held public consultations on proposed amendments to the
Patent Rules in 2017.
Canada is now in the process of amending the Patent Rules, and the
Canadian patent office is making changes to administrative systems
and procedures.

Canada is expected to be able to accede to the

Patent Law Treaty in late 2019.

Changes to the Patent Rules
Under the proposed new Rule 150(4)(a)(i), excerpted below, it will
no longer be sufficient to simply pay the late national phase entry
fee, without any explanation, in order to enter national phase in
Canada after the expiry of 30 months from the priority date. The
applicant will be required to submit to the Commissioner a
declaration that the failure was unintentional and a statement of
reasons for the failure. Moreover, reinstatement of the right to enter
national phase will be discretionary on the part of the Commissioner.
Reinstatement of rights
(4) In respect of an international application, if an applicant fails
to comply with the requirements of subsection (1) and, if
applicable, subsection (3) before the end of 30 months after the
priority date, the applicant is deemed to have so complied within
that time period if
(a) before the end of 12 months after that time period, the
applicant (i) submits to the Commissioner a request that the
rights of the applicant be reinstated with respect to that
international application, a declaration that the failure was
unintentional and a statement of the reasons for the failure.

A Small Window of Opportunity
As noted above, Canada is expected to be able to accede to the
Patent Law Treaty in late 2019. The current requirements for late
entry are relatively hassle free and the cost is quite modest.
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Figure 1 Hypothetical Example
Suppose Canada’s new Patent rules come into force November 1,
2019 and today is November 1, 2018, as illustrated in the above
hypothetical example. Under the current Patent Rules, a PCT
application having a priority date of May 1, 2016 could enter national
phase in Canada up to November 1, 2018 (i.e., up to 30 months
from the priority date) or, with a late entry fee of $200 CDN up to
November 1, 2019 (i.e., up to 42 months from the priority date).
If the new Patent Rules come into force on November 1, 2019, then
the highlighted window (May 1, 2016 to April 30, 2017 in the
illustrated example) may disappear, depending on what transitional
provisions are provided. Accordingly, an international application
having a priority date (or if no priority is claimed, then a filing date)
that is earlier than May 1, 2017 may not be able to enter national
phase in Canada after the hypothetical in-force date November 1,
2019 without satisfying the new requirements. Similarly all
applications filed after the date that is 42 months prior to the in-force
date may have their window of entry into the national phase
significantly shortened.

Conclusion
If patent protection is sought in Canada on the basis of an
international PCT application, it is advisable to enter national phase
as soon as possible. Time is of the essence for international
applications whose priority dates are in, or earlier than, the spring of
2017. All international applications with priority dates in the
disappearing range as shown should be reviewed for possible entry
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or late entry into national phase in Canada before the opportunity for
doing so disappears.
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a cautionary note
The foregoing provides only an overview and does not constitute legal advice. Readers are
cautioned against making any decisions based on this material alone. Rather, specific legal
advice should be obtained.
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